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TO: Examiner Wilder (TC1600) 
GROUP: 1637 

FAX NUMBER: 703-872-9306 

ATTORNEY DOCKET NO.: DEX-0273 

SERIAL NO.: 10/001,857 

FDLED: November 20, 2001 

NUMBER OF PAGES: 

MESSAGE: Attached please find Amendment Transmittal Letter, Reply to Restriction 
Requirement and Certificate of Transmission by Facsimile, 

Kathleen A. Tyrrell, Registration No. 38,350 

URGENT! PLEASE DELIVER IMMEDIATELY UPON RECEHT. THANK YOU! 

If you have any questions, or did not receive the proper number of pages, or had trouble during 
transmission, please call 856-810-1515. 

COMlDJ£NTlAt.nT NOncB 

The infonnalion omiinal in diis bcsimile mcsisnge is legaUy prNileged iind conndcnoal. aod intended only for the iiM of ihe indivldiiil(s) and/or catii)r(ie3) named 
above. H you uc noi ihc iiKci>t)e<l rccipkni, you aic hereby nodile<) tlm any ntuuihoriz*tf discIosui«, copflng dboibutioii or aJaag ul' any astioa '<i reliino; on 
ibeconiouortbeiduxipMniaieriakiSHTicilyprolilbkediinil review by any individual odicr^ndK iutcfided tccipieiu shall iDicciuunns waiver of itiEiUOrocy 
i;llentptivii«g<' If you h«w recelviid tliii trananissioa in«r>or, pleic* unmcdiaicly notify us by Klcphone In oidci to arrange for die lernm urihe malnl)l$. Thank 

you. 
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CERTIFICATE OF TRANSMISSION BY FACSIMILE (37 CFR 1.8) 

Applicant(s): Macina et al- 


Docket No. 


Serial No. 
10/001,857 


Filing Date 
November 20, 2001 


Examiner 
Wilder, Cynthia B. 


Group Art Unit 
1«7 



Invention: Compositions aad Methods Relating to Lung Specific Genes and Proteins 



I hereby certify that this RcdIy to Restr iction Reqqiremeiit 

(Uaaify type af correspondfncc) 

is being facsimile transmitted to the United States Patent and Trademark Office (Fax. No. 703-872-9306 I 

on November 3, 20O3 

CDatt) 



Kathleen A. Tyrrell 




Not£: Each ptipor must havt its own certiflcate ormailing. 
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AMENDMENT TRANSMITTAL LETTER (Large Entity) 

Applicant(s): Macba et aL _! 


Docket No, 
DEX-0273 


Serial No. 
10/001,857 


Filing Date 
November 20, 2001 


Examiner 
Wilder, Cynthia B. 


Group Art Unit 
1637 



Invention: Compositions and Methods Relating to Lung Specific Genes a»d Proteins 



TO THE COMMISSIONER FOR PATENTS. 

Transmrtted herewith Is an amendment in the above-identified application. 
The fee has been calculated and is transmitted as shown below. 



CLAIMS AS AMENDED 





CLAIMS REMA/NING 
AFTER AMENDMEm" 


HIGHEST* 
PREV. PAID FOR 


NUMBER EXTRA 
CLAIMS PRESENT 


RATE 


ADDITIONAL 
F6E 


TOTAL CLAIMS 


19 


20 




0 


X $18.00 


$0.00 


INDEP. CI-AIMS 


2 


5 




0 


X $84.00 


$0.00 


Multiple Dependent Claims (check if applicable) 


□ 






$0.00 


TOTAL ADDITIONAL FEE FOR THIS AMENDMENT 


$0.00 



13 No additional fee is required for amendment. 

□ Please charge Deposit Account No. in the amount of 

□ A check in the amount of to cover the filing feels enclosed. 

K The Director is hereby authorized to charge payment of the following fees associated with this 
communication or credit any overpayment to Deposit Account No, , , 
S Any additional filing fees required under 37 C.F.R. 1 .16. S0'i6i9 
S Any patent application processing fees under 37 CFR "t .17. 



Kathleen A. Tyrrell, RPgistration NO. 38,350 

LICATA & TYRRELL P.C. 
66 East Main Street 
Marlton, New Jersey 08053 
Tel: 856-810-1515 
Fax: 856-810-1454 



Dated: November 3, 2003 



I cerlir/ mat this document and fe« is being deposited 
on with the U.S. Postal Service as 

first class mail under 37 C.F.R. 1.6 and is addressed to the 
Commissioner for Patenis, P.O. Box 1450, Alexandria, VA 
22313-1450. 



Sigt'oture of Person Mailiitg Corrtsp«nitnCi 



cc: 



TyptA or Printed Name cf PtrsD« Mailing Correspondence 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



11004 ^ 

NOV 0 ^ ?on' 



OFFICIAL 



Attorney Docket No.: 

Inventors : 

Serial No . : 

Filing Date: 

Examiner : 

Group Art Unit: 

Title: 

Ceitrfieate of Facsimile Transmission 



DEX-0273 
Ma.c±na et al . 
10/001,857 
Nov^flober 20, 2001 
Wilder, Cynthia B, 
1637 

Compositions and Hethods Relaliing to 
Lung Specific Genes and Proteins 



I hereby certify that this document is beInQ facsimile 
transnnltted to the Patent and Tradeniark Office oo 
the date shown batow. 



On Novgmber 3. 2003 



KatHlean A. TyiTAll, R^stratlon Ao. 38,350 

Mail Stop 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 
Deaf Sir: 

fieply to Restriotion Requirement 

This is a reply to the Restriction Requirement mailed 
October 2, 2003 setting a one (1) month statutory period for 
response. Please enter the following remarks into the record. 

Remarlus begin at page 2 . 
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10/001,857 
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Claims 1-17 are pending in the instant patent application. 
Claims l-n have been subjected to a Restriction Requirement as 
follows : 

Group I, claims 1-5, 7-9, and 15, drawn to an isolated 
nucleic acid, classified in class 536, subclass 23.1; 

Group II, claims 6 and 14, drawn to a hybridization method 
for determining the presence of lung specific nucleic acid 
(LSMA) , classified in class 435, subclass 6; 

Group IIl^ claim 10, 11 and 15, drawn to an isolated 
polypeptide, classified in class 530/ subclass 350; 

Group IV, claims 12, drawn to an antibody, classified in 
class 424, subclass 130.1; 

Group V, claims 13, 14, drawn to a protein binding assay for 
determining the presence of lung specific nucleic acid, 
classified in class 435, subclass 7.1; 

Group VI, claim 16, drawn to a method of treating a patient 
with drug, classified in class 514, subclass 12; and 

Group Vri, claim 17, drawn to a vaccine, classified in class 
424, subclass 184.1. 

The Examiner suggests that these Groups are distinct, each 
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from the other . 

Specifically, with respect to Groups I, HI, IV and vri, the 
Examiner suggests that the claims of these Groups are drawn to 
unrelated products. 

With respect to Groups I and II, IV and Groups III, IV and 
V, VI, the Examiner has acknowledged their relationships as 
product and process of use. However, the Exariiiner suggests that 
these Groups are distinct because the products can be used in 
materially different procssses. 

With respect to Groups II, V and VI, the Examiner suggests 
that the Groups are unrelated methods. 

Further, the Examiner suggests that each of the above Groups 
reads on patentably distinct sequences and has requested that 
Applicants further elect a single amino acid of single nucleic 
acid sequence . 

Applicants respectfully traverse this Restriction 
Requirement , 

MPS? §803 provides two criteria which must be met for a 
restriction requirement to be proper. The first is that the 
inventions be independent or distinct. The second is that there 
would be a serious burden on the Examiner if the restriction is 
not required- A search of prior art relating to an elected 
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nucleic acid, polypeptide or antibody would also reveal any 
references teaching uses for the nucleic acid, polypeptide or 
c.ntibody. Accordingly, Applicants believe that searching of all 
the claims, at least when limited to elected nucleic acids, 
polypeptides, or antibodies, is overlapping and would not place 
an undue burden on the Examiner if the Restriction is not made. 

Thus, since this Restriction Requirement does not meet both 
criteria as set forth in MPEP § 803 to be proper, reconsideration 
and withdrawal of this Restriction Requirement is respectfully 
requested. 

In addition, with respect to the election o£ a single 
sequence, MPEP § 803.04 clearly states that a reasonable number 
of nucleotide sequences, normally ten sequences, can be claimed 
in a single application. Accordingly, withdrawal of this 
sequence election requirement and reconsideration to include a 
more reasonable number of at least 10 sequences in accordance 
with MPEP § 803.04 is also respectfully requested. 

However, in an earnest effort to advance the prosecution of 
this case Applicants elect Group I, claims 1-5, 7-9 and 15 with 
traverse. Further, Applicants elect SEQ ID NO: 42 encoding SEQ id 
NO:145, with traverse. 
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Applicants believe that the foregoing comprises a full and 
complete response to the Office Action of record. 



Date: November 3, 2003 

LICATA & TYRRELL P.C. 
66 E. Main Street 
Marlton, New Jersey 08053 
(856) 810-1515 
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